
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/680,349 



10/07/2003 



03/2472005 



7590 

David L. Parker 

FULBRIGHT & JAWORSKI L.L.P. 
600 Congress Avenue 
Suite 2400 
Austin, TX 78701 



David H. Walker 



D6152CIP2/D1/D 



5963 



EXAMINER 



MINNIFIELD, NITA M 



ART UNIT 



PAPER NUMBER 



1645 



DATE MAILED: 03/24/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



L////Otr ntl/U/i wUfrfrffcffy 


Application No. 

10/680,349 


Applicant(s) 

WALKER ET AL 


Examiner 

N. M. Minnifield 


Art Unit 

1645 





-- 77ie MAILING DA TE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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1 . Applicant's election of species of SEQ ID NO: 41 and 42 in the reply filed 
on January 5, 2005 is acknowledged. Because applicant did not distinctly and 
specifically point out the supposed errors in the restriction requirement, the 
election has been treated as an election without traverse (MPEP § 818.03(a)). 

2. Applicants' amendment filed January 5, 2005 is acknowledged and has been 
entered. Claims 1 and 2 have been amended. 

3. Claims 1 and 2 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. The claims are vague and 
indefinite in the recitation of "an amino acid sequence". Does Applicant intend 
for this phrase to define the entire amino acid sequence of SEQ ID NO: 2 or a 
fragment of the amino acid sequence of SEQ ID NO: 2? 

4. The disclosure is objected to because of the following informalities: the 
continuity data should be updated on page 1 of the specification. Appropriate 
correction is required. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



6. The changes made to 35 U.S.C. 102(e) by the American Inventors Protection 
Act of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent 
resulting directly or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined 
under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- AIPA 35 U.S.C. 
102(e)). 

7. Claims 1 and 2 are rejected under 35 U.S.C. 102(e) as being anticipated by , 
Rikihisaetal (6,544,517). 

Please note that the effective filing date for the pending claims is September 
12, 2000, which is the date the full amino acid sequence of SEQ ID NO: 2 was first 
disclosed. SEQ ID NO: 2 was first disclosed in 09/660,587 filed September 1 2, 
2000. 

Rikihisa et al discloses the claimed amino acid and nucleic acid sequences as 
set forth in claimed SEQ ID NO: 42 and 41 respectively. SEQ ID NO: 48 and 47 
as the same as Applicants' SEQ ID NO: 42 and 47 respectively (see sequence 
listing in issued patent). 
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8. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Rikihisa 
et al (WO 99/13720), Ohashi et al Infection and Immunity, 1998 or Reddy et al 
BBRC, 1998. 

Rikihisa et al (WO 98/13720), for example, discloses claimed an amino acid 
sequence of SEQ ID NO: 42. The prior art discloses a 82% sequence match with 
the claimed SEQ ID NO: 42 (claim 12 and figure 4B). See sequence search result 
printouts attached. 

9. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ohashi et al J. Clinical Microbiology 1998. 

Ohashi et al discloses the claimed amino acid and nucleic acid sequences as 
set forth in claimed SEQ ID NO: 42 and 41 respectively, please see attached 
sequence search result printout. 

10. Claims 1 and 2 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claims 1 and 2, as written, do 
not sufficiently distinguish over nucleic acids, and proteins as they exist naturally 
because the claims do not particularly point out any non-naturally occurring 
differences between the claimed products and the naturally occurring products. In 
the absence of the hand of man, the naturally occurring products are considered 
non-statutory subject matter. See Diamond v. Chakrabarty, 447 U.S. 303,206 
USPQ 193 (1980). The claims should be amended to indicate the hand of the 
inventor, e.g., by insertion of "Isolated" or "Purified" as taught and enabled in the 
specification. See MPEP 2105. 
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12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 



1 3 . Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to N. M. Minnifleld whose telephone number is 
571-272-0860. The examiner can normally be reached on M-F (8:00-5:30) Second 
Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Lynette R.F. Smith can be reached on 571-272-0864. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 



direct.uspto.gov. Should you have questions on access to the Private If j 
contact the Electronic Business Center (EBC) at 




ystem, 



NMM 

March 21, 2005 
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